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Application Number 
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Filing Date 
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Art Unit 


3629 


Examiner Name 


Jonathan P. OUELLETTE 
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Attorney Docket Number 
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□ Fee Attached 

I I Amendment /Reply 

□ After Final 
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n Express Abandonment Request 
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I I Certified Copy of Priority 
Documents 
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Incomplete Application 
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Drawing(s) 
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Robert S. Mayer 



Date 



December 14. 2005 



Thl* collodion of information is required by 37 CFR 1 .5. T7m information Is required to obtain or retain a benefit by the public which <9 to file (and by ihe USPTO to 
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preparing, and submitting the oompleied application farm to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of lima 
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U.S. Department or Commerce, P.O. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: 
Commissioner for Patents, P.O. Box 1450. Alexandria, VA 22313-1450. 
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Effective On 

Fees pursuant to tte Consolidated Appropriations Act 2005 (H.R. 4818). 

FEE TRANSMITTAL 

For FY 2005 
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Application Number 


10/734,811 


Filing Date 


Decern bar 11, 2003 


First Named Inventor 


Sundeep Bhan 


Examiner Name 


Jonathan P. OUELLETTE 


[X] Applicant claims small entity status. See 37 CFR 1.27 


Art Unit ! 


3629 


TOTAL AMOUNT OF PAYMENT | ($) 31 0.00 


Attorney Docket No. 


49298-043 



METHOD OF PAYMENT (check all that apply) 
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under 37 CFR 1.16 and 1.17 

WARNING: Informs ton on this form may become public Credit card information should not bo included on thia form. Provide credit card 
information end authorization on PTO-2030. 
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1. BASIC FILING, SEARCH, AND EXAMINATION FEES 



Application Type 

Utility 

Design 

Plant 

Reissue 

Provisional 



Fee(j) 
300 
200 
200 
300 
200 



FILING FEES 

Small Entity 
Fee m 
150 
100 
100 
150 
100 



SEARCH FEES 

Small Entity 

F_ee_($l 



Fee.ffl 

500 

100 
300 
500 
0 



EXAMINATION FEES 
Small Entity 
Fee <$\ Fee ($1 



Free PPtffti 



250 


200 


100 


50 


130 


65 


150 


160 


80 


250 


600 


300 


0 
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2, EXCESS CLAIM FEES 
Fee Description 

Each claim over 20 (including Reissues) 

Each independent claim over 3 (including Reissues) 

Multiple dependent claims 

Total Claims Effiffi SlallPfi Frtffl 
-20 or HP - x 



HP = highest number OF total daima paid for, If greater than 20 
Indej^Qlalms. ^ t ^ Q aJ ma ESSJSl 
-3 or HP" x 



Fee Paid g) 



FeePaldtt) 



Fee (?) 
50 
200 
360 



Small Entity 
Fee (?) 
25 
100 
180 



Multiple Dependent Claims 
FaejGU Fee Paid (SI 



HP - highest number of independent claims paid for, if greater than 3 

3. APPLICATION SIZE FEE 

If the specification and drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer 
listings under 37 CFR 1.52(e)), the application size fee due is $250 ($125 for small entity) for each additional 50 
sheets or fraction thereof. See 35 U,S.C. 41(a)(1)(G) and 37 CFR 1. 16(s). 
Total Sheets E^ra, $heo, ft liw>!ms}jea<fr a.ddrtional SO, or fraction thereof Fee ft) Fee Paid ($) 
- 100 = / 50 = (round up to a whole number) x = 

4. OTHER FEE(S) 

Non-English Specification, $130 fee (no small eniiry discount) 

Other Notice pf Appsal=250.00: Portion for Extension of Time =60.00: 



F«a P^ffl 



M0.00 
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USPTO to process) an application. Confidentiality is Governed by 35 U.S.C. 122 and 37 CFR 1.14. Thia collodion is estimated to take 30 minutes to 
complete, Including gathering, preparing, and submitting the completed application form to the USPTO. Time win vary depending upon the individual case. 



7313/49298-043 CurrenV9207413v1 



12/14/2005 03:12 PM 



PAGE 319 * RCVD AT 12/1412005 4:57:40 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/34 * DNIS:2738300 * CSID: * DURATION (mm-ss):03-50 



DEC 14 2005 17:02 FR PROSK AUER ROSE 



RECEIVED T0 *73 13*49298043*7 P . 06 

CENTRAL FAX CENTER 

DEC 1 * 2005 



Doc Code: AP.PRE.REQ 
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are requaed to respond to ft collection Cfl niemiBilpn unlBaa jt displays a valM QMS control number. 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (OpUonal) 
49298-043 



I hereby certify that tnie correspondence is beir\g deposited with Lbs 
Untied Stales Postal Service with sufficient postage as first dass mall 
in an envelope addressed to "Mail Stop Af , Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450" (37 CFR 1.8(a)] 



te<^cifr£ft, I4 f ZOOS 



Signature. 



Typed or printed Robert S, Mfiyer 
name ^ 



Application Number 

10/734,811 



Filed 

December 11, 2003 



First Named Inventor 



Sundep BHAN et al. 



Art Unit 

3629 



Examiner 

Jonathan P. 0UELLEIT1 1 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



I am the 

applicant/inventor. 

I I assignee of record of the entire Interest. 

1 See 37 CFR 3.71. Statement under 37 CFR 3.73(b) Is enclosed. 
(Form PTO/SB/96) 



Signature 



Robert S. Mayer 



X altomey or agent of record. 38 , 544 
Registration number 



Typed or printed name 

(212) 969-3246 



| | attorney or agent acting under 37 CFR 1 -34, 
Registration number tf Bcilng under 37 CFR 1.34 _ 



Telephone number 

December 14, 2005 



Date 



NOTE: Signatures of all the inventors or assignees of record of the eniire interest or their representatives) are required. 
Submit multiple forms if more than ona signature Is required, see below". 



□ 
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lo proceaa) an appHcelbn. Confidentiality <1 $0V0med by 35 U.S.C, 122 and 37 CFR 1.11. 1.14 end 41.6. This Collection I* estimated ta take \2 minulea id 
complete, including gathering, preparing, and submitting the completed application form le the USPTO. Time will vary depending upon Vie Individual case. Any 
comments On the amount of Ome you require lo complete this form eooVor JufigojUona for reducing this burden, should be sent 1© lha Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce. P.O. Bo* 1450. Aloxandrtp, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Man Stop AF, Commlaatoner rorPatante.P.O . Bon 14B0, Alvxandri*. VA 22310-1450. 
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^MTHAl PAX CENTER Application No. 10/734,811 
CENTRAL FAX uci Attorney Docket: 49298-043 

DEC \h 2M5 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Application of: 

Sundeep BHAN et al. 

Application No.: 10/734,811 

Filed: December 11, 2003 

For: TARGETED INVITATION DELIVERY 



Group Art Unit: 3629 
Examiner: Ouellette, Jonathan P. 



Mail Stop AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



REMARKS IN SUPPORT OF 
PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Sir: 

A Notice of Appeal and Pre-Appeal Brief Request for Review are filed herewith, and 
consideration of the remarks contained herein is respectfully requested under the "New Pre- 
Appeal Brief Conference Pilot Program" described in the OG Notice dated July 12, 2005, 
Although no additional fees are believed due in connection with this paper, the Commissioner is 
authorized to charge any required fees to Deposit Account No. 1 6-2500. 
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Application No. 1 0/734,8 1 1 

The Advisory Action dated December 1, 2005, indicates that the amendments proposed 
in Applicant's Amendment After Pinal Rejection dated November 10, 2005, were not entered. 
Accordingly, the claims that are listed in Applicant's Amendment dated June 8, 2005, remain 
under consideration (i.e., claims 1-6, 8, 10-15, 17, and 18), and the Panel is referred to that paper 
for the complete text of the claims. Claims 1, 6, and 15 are independent. 

All the claims stand rejected under 35 U.S.C § 102 as anticipated by WO 01/52106 A2 
(Gal). However, Applicant maintains that Gal does not teach or suggest the limitation in claims 
1, 6, and 15 that requires a multi-event invitation to be sent via email . 

Pursuant to f 4 of the July 12, 2005, OG Notice, which encourages Applicants "to refer to 
arguments already of record rather than repeating them in the request," Applicant asks the panel 
to reconsider the arguments in the Amendment dated June 8, 2005 at pages 7 and 8 , 

In response to those arguments, the § 102 rejection was repeated in the Final Office 
Action dated August 15, 2005, More specifically, despite the fact that the invitation in Gal "is 
dynamically constructed" "when a user goes to the web page for the user's invitations" (Gal at 
p. 5, lines 1 S-20), and despite the explicit teaching in Gal that email should not be used for the 
invitations (Gal at p. 6, lines 1-6), the Final Office Action asserted that Gal satisfied the "email" 
limitation in claims 1, 6, and 15. 

This rejection was based on defining email as "electronic communication through a 
computer." (Final Office Action dated August 15, 2005, at p. 5, However, use of that 
definition in rejecting the claims confuses the broad genus (i.e., electronic communication 
through a computer) with a particular species within that genus (i.e., email). As a result, the 
rejection is overreaching in that it goes beyond the plain meaning of the term "email," and 

Page 2 of 3 
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Application No. 10/734,81 1 

applies a much broader meaning to that word. See M.P.E.P. § 2111.01. More specifically, the 
genus of "electronic communication through a computer" contains many types of 
communications other than emails (e.g., instant messages, VOIP voice communications, inter- 
computer Ethernet links, etc.). Since the scope of the claims is explicitly limited to email and 
does not extend to all types of electronic communication through a computer, the § 102 rejection 
was improper because it rejected a claim to a particular species (i.e., email) based on the broad 
genus containing that species (i.e., electronic communication through a computer). 

Since Gal does not teach or suggest sending the multi-event invitation via email, as 
explained above and in the Amendment dated June 8, 2005 at pages 7 and 8, Applicant submits 
that claim 1, 6, and 15 are patentable over Gal 

Applicant's undersigned attorney may be reached by telephone at (212) 969-3246 or by 
facsimile at (212) 969-2900. Please direct all correspondence to Customer No. 21890 at the 
address provided below. 



Proskauer Rose LLP 

Patent Department 

1585 Broadway 

New York, NY 10036-8299 

Tel. (212) 969-3246 (direct) 

Fax (212) 969-2900 
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Respectfully submitted, 



PROSKAUER ROSE LLP 



Date: December 14, 2005 



By: 




Robert S. Mayer 
Attorney for Applicants 
Registration No. 38,544 



